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DETAILED ACTION 

Applicant's reply filed April 23 2010 has been fully considered. Claims 1 and 14 are 
amended, and claims 1-26 are pending. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-7, 12, and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Barry et al. (US Pat. No. 5,338,478) in view Ferrero-Heredia et al. (US Pat. No. 5,530,035). 

Barry et al. teaches a stabilizer composition for preventing scorching in polyurethane 
foams containing flame retardants (Column 1, Lines 51-61; Column 4, Line 64 - Column 5, 
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Line 3). A mixture of two types of antioxidant agents, a diarylamine and a hindered phenol, is 
used in the composition (Column 1, Lines 51-61). The diarylamine used may also be a mixture 
of alkylated diphenylamines (Column 2, Lines 10 - 26). The stabilizer composition further 
comprises a pentaerythritol phosphite such as bis(2,4-di-?-butylphenyl)pentaerythritol 
diphosphite (Column 1, Lines 51-61; Column 2, Line 59 - Column 3, Line 9). The stabilizer 
composition may be added to a polyurethane foam-forming reaction mixture which may further 
comprise stannous octoate, a metallic salt of carboxylic acid (Column 3, Lines 46 - 63 and 
Column 4, Lines 39 - 48). As Barry et al. does not teach the composition comprising 
dimethylhydrazine, the composition is deemed to be free of dimethylhydrazine. 

Barry et al. does not teach the composition further comprises an epoxy compound such as 
bisphenol A diglycidyl ether. However, Ferrero-Heredia et al. teaches a polyurethane foaming 
composition (2:30-40) comprising an alkaline reagent in a bisphenol A diglycidyl ether carrier 
liquid (3:10-15; 3:40-45; 4:35-55, Example 1). Barry et al. and Ferrero-Heredia et al. are 
analogous art because they are concerned with the same field of endeavor namely the production 
of polyurethane foams. At the time of the invention, a person of ordinary skill in the art would 
have found it obvious to use the alkaline reagent in a bisphenol A diglycidyl ether carrier liquid 
of Ferrero-Heredia et al. in the polyurethane foaming composition of Barry et al. and would have 
been motivated to do so because Ferrero-Heredia et al. teaches that the alkaline reagent in a 
bisphenol A diglycidyl ether allows for forming polyurethane foams with low thermal 
conductivity which provide better insulation properties (1:5-15; 2: 1-25). Furthermore, Barry et 
al. teaches that various additives can be employed in the polyurethane foaming composition to 
provide different properties (4:64-68). 
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The Examiner recognizes that all of the claimed physical properties are not positively 
taught by the reference, namely that the composition prevents discoloration, embrittlement, and 
spontaneous combustion in polyurethane blocks. However, the combined references render 
obvious all of the claimed ingredients, process steps, and/or process conditions of the 
composition. Therefore, the claimed physical properties would inherently be achieved by the 
composition as claimed and rendered obvious. If it is the Applicant's position that this would 
not be the case: (1) evidence would need to be presented to support Applicant's position; and (2) 
it would be the Examiners's position that the application contains inadequate disclosure that there 
is no teaching as to how to obtain the claimed properties with only the claimed ingredients, 
process steps, and/or process conditions. 

Claims 8-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over Barry et al. 
(US Pat. No. 5,338,478) in view of Ferrero-Heredia et al. (US Pat. No. 5,530,035) as applied to 
claim 1 above as evidenced by Horacek (US Pat. No. 5,106,883). 

Barry et al. in view of Ferrero-Heredia et al. render obvious the composition of claim 1 as 
set forth above. Barry et al. further teaches the composition comprising the fire retardant 
Thermolin 101 from Olin Corp. (Example 2). While Barry et al. do not expressly teach the 
chemical composition of Thermolin 101, Horacek teaches Thermolin 101 to be ethylene glycol 
bis(di-2-chloroethyl phosphate) (Column 3, Lines 11 - 12). 

Furthermore, a composition is evaluated by what it is rather than what it does. 
Independent Claim 1 is related to a composition whereas Claims 8-11 provide limitations 
regarding a foam, which has not been claimed, into which the composition of Claim 1 can be 
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incorporated. Accordingly, Claims 8 - 1 1 are not further limiting in as so far as the composition 
of Claim 1 is concerned. 

Claims 14-20, 25, and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Barry et al. (US Pat. No. 5,338,478) in view of Ferrero-Heredia et al. (US Pat. No. 5,530,035). 

Barry et al. teach a method for preventing scorching in polyurethane foams containing 
flame retardants through the use of a stabilizing composition (Column 1, Lines 51 - 61; Column 
4, Line 64 - Column 5, Line 3). The composition may be added to the reaction mixture used to 
form the foam prior to foaming (Example 2). A mixture of two types of antioxidant agents, a 
diarylamine and a hindered phenol, is used in the composition (Column 1, Lines 51 - 61). The 
diarylamine used may also be a mixture of alkylated diphenylamines (Column 2, Lines 10 - 26). 
The stabilizer composition further comprises a pentaerythritol phosphite such as bis(2,4-di-£- 
butylphenyl)pentaerythritol diphosphite (Column 1, Lines 51-61; Column 2, Line 59 - Column 
3, Line 9). The stabilizer composition may be added to a foamable reaction mixture which may 
further comprise stannous octoate, a metallic salt of carboxylic acid (Column 3, Lines 46 - 63 
and Column 4, Lines 39 - 48). As Barry et al. does not teach the composition comprising 
dimethylhydrazine, the composition is deemed to be free of dimethylhydrazine. 

Barry et al. does not teach the method further comprising adding an epoxy compound 
such as bisphenol A diglycidyl ether. However, Ferrero-Heredia et al. teaches adding to a 
polyurethane foaming composition (2:30-40) an alkaline reagent in a bisphenol A diglycidyl 
ether carrier liquid (3:10-15; 3:40-45; 4:35-55, Example 1). Barry et al. and Ferrero-Heredia et 
al. are analogous art because they are concerned with the same field of endeavor namely the 
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production of polyurethane foams. At the time of the invention, a person of ordinary skill in the 
art would have found it obvious to use the alkaline reagent in a bisphenol A diglycidyl ether 
carrier liquid of Ferrero-Heredia et al. in the polyurethane foaming composition of Barry et al. 
and would have been motivated to do so because Ferrero-Heredia et al. teaches that the alkaline 
reagent in a bisphenol A diglycidyl ether allows for forming polyurethane foams with low 
thermal conductivity which provide better insulation properties (1 :5-15; 2: 1-25). Furthermore, 
Barry et al. teaches that various additives can be employed in the polyurethane foaming 
composition to provide different properties (4:64-68). While Ferrero-Heredia et al. does not 
teach that the alkaline reagent in a bisphenol A diglycidyl ether carrier liquid is added for 
preventing or diminishing scorch, preventing discoloration, ebrittlement, and spontaneous 
combustion, the references when taken together teach all of the claimed ingredients, process 
steps and process conditions. Therefore, the claimed properties would inherently be achieved by 
the method as claimed and rendered obvious. If it is the Applicant's position that this would not 
be the case: (1) evidence would need to be presented to support Applicant's position; and (2) it 
would be the Examiner's position that the application contains inadequate disclosure that there is 
no teaching as to how to obtain the claimed properties with only the claimed ingredients, process 
steps, and process conditions. 

Claims 21-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over Barry et al. 
(US Pat. No. 5,338,478) in view of Ferrero-Heredia et al. (US Pat. No. 5,530,035) as applied to 
claim 14 above, as evidenced by Horacek (US Pat. No. 5,106,883). 
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Barry et al. in view of Ferrero-Heredia et al. render obvious the method of Claim 14 
wherein the stabilizing composition is added to a mixture for preparing a polyurethane foam as 
set forth above. The method further comprises adding the fire retardant Thermo lin 101 from 
Olin Corp. (Example 2). While Barry et al. does not expressly teach the composition of 
Thermo lin 101, Horacek teach Thermolin 101 to be ethylene glycol bis(di-2-chloroethyl 
phosphate) (Column 3, Lines 11 - 12). 



Response to Arguments 

Applicant's arguments fded April 23, 20 1 0 have been fully considered but they are not 
persuasive. 

In response to applicant's argument that the stannous octoate of Barry et al. is used as a 
catalyst in the polymerization/foaming and not used as an essential part of the anti-scorch 
composition, a recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably distinguish the 
claimed invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. As set forth in the rejection above, the combined 
references render obvious all of the claimed ingredients, process steps, and/or process conditions 
of the composition. Therefore, the claimed physical properties would inherently be achieved by 
the composition as claimed and rendered obvious. If it is the Applicant's position that this would 
not be the case: (1) evidence would need to be presented to support Applicant's position; and (2) 
it would be the Examiners's position that the application contains inadequate disclosure that there 
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is no teaching as to how to obtain the claimed properties with only the claimed ingredients, 
process steps, and/or process conditions. 

In response to applicant's argument that Ferrero-Heredia et al. uses epoxybisphenol as an 
inert carrier liquid to enable slow removal of CO2 and not for preventing scorching , the fact that 
applicant has recognized another advantage which would flow naturally from following the 
suggestion of the prior art cannot be the basis for patentability when the differences would 
otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 1985). It 
should be noted that should Applicant want to rely on a showing of unexpected results, such 
allegations must be based on evidence, not argument or speculation (see MPEP 2145). 

In response to applicant's argument that Barry et al. and Ferrero-Heredia et al. is 
nonanalogous art, it has been held that a prior art reference must either be in the field of 
Applicant's endeavor or, if not, then be reasonably pertinent to the particular problem with which 
the applicant was concerned, in order to be relied upon as a basis for rejection of the claimed 
invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, 
both Barry et al. and Ferrero-Heredia et al. are in the Applicant's field of endeavor, namely the 
production of polyurethane foams. It is further noted that while Barry et al. and Ferrero-Heredia 
et al. each address specific problems in the field of polyurethane foam production, there no 
evidence that they are incompatible with each other. As set forth above, Barry et al. teaches that 
various additives can be employed in the polyurethane foaming composition to provide different 
properties (4:64-68), and Ferrero-Heredia et al. teaches that the alkaline reagent in a bisphenol A 
diglycidyl ether allows for forming polyurethane foams with low thermal conductivity which 
provide better insulation properties (1 :5-15; 2:1-25). These teachings are completely compatible, 
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and the above teachings provide clear motivation for why one of ordinary skill in the art would 
use the alkaline reagent in a bisphenol A diglycidyl ether in the composition of Barry et al. 
(improved insulation). 

In response to applicant's arguments specifically concerning claims 14-26, the recitation 
"for preventing or diminishing scorch in a flame-retarded flexible polyurethane foam, and for 
preventing discoloration, embrittlement, and spontaneous combustion in the polyurethane 
blocks" in claim 14 has been given little patentable weight because the recitation occurs in the 
preamble. A preamble is generally not accorded any patentable weight where it merely recites 
the purpose of a process or the intended use of a structure, and where the body of the claim does 
not depend on the preamble for completeness but, instead, the process steps or structural 
limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) 
and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 

In response to applicant's argument that the examiner's conclusion of obviousness is 
based upon improper hindsight reasoning, it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 
long as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only from the 
applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 
170 USPQ 209 (CCPA 1971). 

Applicant argues that one of ordinary skill in the art would have to exclude the hydroxide 
of Ferrero-Heredia et al. (see Pg. 3, last paragraph of Applicant's reply). However, it should be 



Application/Control Number: 10/588,398 Page 10 

Art Unit: 1796 

noted that the instant claims use the language "comprising" and thus do not exclude additional 
components or steps. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PETER F. GODENSCHWAGER whose telephone number is 
(571)270-3302. The examiner can normally be reached on Monday-Friday 7:30-5:00 EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on (571) 272-1 197. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Mark Eashoo/ /P. F. G./ 

Supervisory Patent Examiner, Art Unit 1796 Examiner, Art Unit 1796 



